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REMARKS 

Prior to filing of this paper, claims 2-7, 9 and 11-24 were 
pending in the application.. This paper cancels claims 9, 11 and 
17-19, as these claims are ^withdrawn from consideration. Claims 2- 
7, 12-16 and 20-24 are tht(s left pending. Claims 12 and 13 stand 
allowable . 

The present application is under appeal and an Appeal Brief 
was filed on October 31.-, 2001. The Examiner has mailed a 
Notification of Non-Compliance with 37 CFR 1.192(c) in reply to the 
Appeal Brief . The Notification indicated as the reasons for its 
issuance that , 

There is no separate Sheading or any discussion of 112, 
2 nd paragraph and 10$U) rejections. Not all appealed 
claims are listed in the appendix. The withdrawn claims 
are not mentioned. ^Applicants do not argue 112, 2 nd 
paragraph and 103(a) Rejections made in the Pinal Office 
action mailed December 4, 2 000. Note that the AF 
amendment filed May 3l1, 2001 was not entered, therefore 
clams 2, 5-7 and £a stand rejected under 112, 2 nd 
paragraph. Applicants argue as the AF amendment of May 
31, 2001 were entered with regard to claims 2-7, 14-16, 
2 0 and 21 and if it' were not entered with regard to 
claims 22-24. Applicants may wish to file an AF 
amendment to present plains 2 and 5-7 in a patentable 
form . ( Empha sis addejpi , ) 
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Applicants first wouLjd point out that the Advisory Action of 
June i, 2001, is somewhat i confusing; it states that the response 
filed May 31; 2001, had^- "been considered with the following 
effect," among which was tjie checking of a box indicating that the 
rejection of claims 2, 5 -7 ] and 14 under 112, 2 nd paragraph had been 
overcome. Thus, it appeared that the amendment of those claims had 
been accepted and that no^ further comment on that rejection was 
needed. 

Notwithstanding that' confusion, Applicants here take the 
Examiner's suggestion of presenting an Amendment that completely 
addresses the issues under; 35 U.S.C. § 112, 2 nd paragraph raised by 
claims 2, 4-7, 14 and 22-24? This paper also cancels the withdrawn 
claims 9, 11 and 17-19, Eptry of these amendments is respectfully 
requested as it places the application into much better form for 
appeal 

Specifically, the amendments to claim 2 removes the recitation 
that any enzymatic activity is associated with a nucleotide 
sequence and clarifies that the activity is associated with the 
encoded protein. Applicants believe that this amendment places 
claims 2 and 5-7 (and claiiyi 4 to the extent it is dependent upon 
claim 2) into condition!- for allowance, thus effecting the 
suggestion of the Examiner',. 
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The amendments to claiim 3 are merely editorial in nature. 
They clarify the language jp£ the claim without reducing its scope 
and also correct some spelling errors. 

The amendments to c|_aim 4 correct a spelling error, and 
clarify the language of thje claim by use of the definite article 
and by indicating that' the additional sequences recited in the 
claim functions in regulating expression of the isolated DNA of 
claim 2 or claim 3 . 

The amendment to claina : ; 20 clarifies that the isoelectric point 
of the encoded protein i$ higher than 8.5, in accord with the 
specific suggestion of the { Examiner at page 2 of the Office Action 
of May 24 , 2000 . 

Claims 23 and 24 are ^mended to properly recite that the DNA 
molecule claimed encodes :: an enzyme; the sequence identifiers 
recited in claims 22-24 are either oriented in the "sense" 
direction and therefore encode amino acids (primers A, l, 4, 5 and 
7, SEQ ID Noe, 10, 3, 6, l\ and 9, respectively), or are oriented 
in the "antisense" direction and therefore are indicated as 

y 

encoding amino acids as th^ir reverse complements (primers B, 2, 3 
and 6, SEQ ID Nos . 11, 4, 5 : and 8, respectively). The Examiner is 
referred to Figure l, Figure 3 and the Sequence Listing. 
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Claim 22 in unamended ^form properly recites the orientation of 
the primers. In claims 2% .and 24, amended herein, SEQ ID NO. 5, 
corresponding to primer 3,;; : was at first incorrectly identified as 
SEQ ID NO. 3, corresponding to primer 1. Thus, the standing 
rejection of claims 22-24 lender 35 U.S.C. § 112, 2 nd paragraph is 
addressed. Furthermore, tjbe broadening of the scope of claims 22- 
24 by removal of the limitation that the claimed DNA encode a 
functional protein, which:' broadening led to the decision by the 
Examiner not to enter th^ ; Amendment presented May 31, 2001, is 
avoided. 

In a telephone interview conducted with the Examiner on 
February 6, 2 002, the Examiner suggested further amendments be made 
to the claims so they recite "an isolated DNA molecule" . Such 
amendments are made herein^; Furthermore, claims 14-16 are amended 
to change the term "containing" to the more typical transitional 
term "comprising" . | : 

Applicants submit t&at the present amendments completely 
address all issues outstanding under 35 U.S.C. § 112, 2 nd paragraph, 
and thus places the present application into better condition for 
appeal by removing an issu<$ for consideration. Furthermore, claims 
2 and 5-7 are believed to |>e placed into condition for allowance by 
the amendment to claim 2 . j ! " ■ 
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If the Examiner has ariy questions concerning this application, 
the Examiner is requested to contact the undersigned at the 
telephone number below. 

Pursuant to 37 C.F.lL §§ 1.17 and 1.136(a), Applicant (s) 
respectfully petition (s) fpr a one (1) month extension of time for 
filing a reply in connection with the present application, and the 
required fee of $110.00 is attached hereto. 

If necessary, the Gonitis si oner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
over-payment to Deposit Account No. 02-2448 for any additional fees 
required under 37 C.F.R.;'§ 1.16 or under 37 C.F.R. § 1.17; 
particularly, extension of j time fees; 

Respectfully submitted, 
; BIRCH, STEWART, KOLAS CH & BIRCH, LLP 



By J^J2D 
Mark<7. Nuell, #36, 



623 



DRN/crt 
2173-0106P 



P.O. Box 747 

Falls Church, VA 22040-0747 
(703) 205-8000 



I hftttty CeHity that this correspondence is b*w 
facsimile transmitted to the Patent and 
Trademark Office: 



On. 



Tip* « printad mim <* vmm itoilfii certificate 
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VERSION WITH MARKINGS! TO SHOW CjHANGES MADE 
IN THE CLAIMS : 

The claims have been ^mended as: follows: 

2. (Four times Amended! [A] An Isol a ted DNA molecule, [have a- 
amylase activity which] that encodes the amino acid sequence 
described in Sequence No, ?;or a fragment thereof having a-amylase 
activity. 

3. (Twice Amended) [A3 An isolated DNA molecule encoding a 
protein exhibiting alkalinje liquefying a-amylase activity at a pH 
optimum of 8-9 and posses^ng an am-i.no acid sequence obtained by 



modifying an amino acid 



sequence , described in SEQ ID NO: 2 



[Sequence No. 2] in a manner in which one or more amino acids are 
substituted, deleted, pr inserted without changing t he 
enzymological properties bf the protein having said amino acid 
sequence described in SEQi^ P NQj2 [such that the sequence of the 
substituted, added, deleted, or inserted amino acid is equivalent 
in activity to the amino ajcid sequence of Sequence No. 2] and the 
protein hydrolyzes 1 ; 4 -a-glucosidic linkages in starches, amylose, 
amylopectin, and degradation products thereof and in amylose forms: 
glucose (Gl) , maltose (G2) j 'maltotriqse (G3) , maltotetr [a] ose (G4) , 
maltopent [a] ose (G5) and m^;tohex[a] qse (G6) and does not hydrolyze 
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pullulan. 

4. (Twice Amended) The DNA [molefule] mo lecule of claim 2 

or 3, further comprising! a nucleoside sequence for regulating 
expression [of a gene] of &aid isolated DNA molecule . 

14 . (Amended) A .^recombinant DNA molecule [containing] 
comprising the isolated DNA : .molecule of claim 2. 

15. (Amended) A Irecombinant DNA molecule [containing] 

i 

comprising the isolated DNA molecule of claim 3 . 

16. (Amended) " A Recombinant DNA molecule [containing] 
com prising the isolated DNA molecule of claim 4. 

'i ] 

20, (Amended) The D$JA molecule of claim 3, wherein said 
encoded protein has an iscjlectric pqint higher than [of] 8.5 when 
measured by isoelectric fqqusing electrophoresis. 

22. (Amended) [A] | An isolat ed DNA molecule encoding an 
protein exhibiting alkali^^ liquefying a-amylase activity at a pH 
optimum of 8-9 comprising j&it least one nucleotide sequence that is 
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the reverse complement of ; a sequence selected from the group 
consisting of SEQ ID NO: 1Q,; SEQ ID NO: 7, SEQ ID NO: 3, SEQ ID NO: 
6 and SEQ ID NO: 9, :j ' 

23. (Amended) [A] An ^solated DMA molecule encoding a protein 
exhibiting alkaline liquefying a-amylase activity at a pH optimum 
of 8-9 comprising at .least one nucleotide sequence that is the 
reverse complement of a sequence selected from the group consisting 
of SEQ ID NO: 8, SEQ ID NO;! [2,] S M SEQ ID NO: 4 and SEQ ID NO: 11. 

24. (Amended) [A] An isolated DNA molecule encoding a protein 

'i — ; 1 

exhibiting alkaline liquefying a-amylase activity at a pH optimum 
of 8-9 comprising at least} one nucleotide sequence selected from 
the group consisting of SE(j};ID NO: 10, SEQ ID NO: 7, SEQ ID NO: 3, 
SEQ ID NO: 6 and SEQ ID ND;: 9, and also comprising at least one 
nucleotide sequence that %a the reverse complement of a sequence 
selected from the group consisting of* SEQ ID NO: 8, SEQ ID NO: [3,] 
5^ SEQ ID NO: 4 and SEQ ID! NO: 11. 
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